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The examiner acknowledges Supplemental Amendment filed July 21, 2005 and 
Response to Office Action of May 16, 2005. Claims 1, 2, 3, 9, 25, 29, 30 and 31 have 
been amended. Claims 4-8, 10-19, 23-24 and 26-27 were previously canceled. Claims 
1-3, 9, 20-22, 25, 28-31 are pending and are the subject of this Office Action. 

DETAILED ACTION 

1. Restriction/election 

Applicants' conformation of election of the invention of the polypeptide embodied 
by SEQ ID NO: 8, which includes claims 1-3, 9, 20-22, 25 and 28-31 is acknowledged. 

1. Priority 

Acknowledgment is made of Applicants' statement that the priority document 
EOP 96115991.8 filed September 19, 1996 was filed together with the parental 
application 08/934,506. 

Applicants turn the examiner's attention to the fact that the instant specification 
was amended on March 17, 2004 to recite the continuing application data. The 
examiner acknowledges this amendment, however the amendment is not correct 
because it misses the fact that Application 09/470,667 is now allowed, and the U.S. 
Patent No. is 6,730,503. 

2. Objections 

2.1. Specification 
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Objections to the specification for not complying with the requirements of 37 CFR 
1.821-825 is withdrawn, because the specification has been amended accordingly, and 
Applicants filed a new version of the sequence listing and disk. 

2.2. Claims 

Claim 9 is objected to for the language "en enzyme produced by vector". A 
vector is unable to produce an enzyme. A host cell produces an enzyme by expressing 
a vector. The examiner suggests the language "ar\^isolated enzyme produced by 
expression of vector". 

3. Rejections 

3.1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1-3, 9, 29-31 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. In the absence of the hand of man, 
naturally occurring proteins and/or nucleic acids are considered non-statutory subject 
matter; Diamond v. Chakrabaty, 206 USPQ 193 (1980). This rejection may be 
overcome by amending the claims to contain wording such as "An isolated and purified 
protein or nucleic acid". It should be noted that a recombinant enzymes/proteins are 
assumed to be identical to those produced naturally unless otherwise indicated. 
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3.2. 35 USC, section 112, second paragraph 

Rejection of claims 1-3, 20-22, 25, 28-31 made in the Office Action of Dec. 10, 
2004 (previous action) under 35 U.S.C. 112, second paragraph, is withdrawn because 
the claims have been amended. 

3.2. 35 USC, section 112, first paragraph 

2.1.1. Lack of written description 

Claims 2-3 and 9 were rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. 
Rejection withdrawal 

Rejection of claim 9 made in the previous action for lack of the description of 
biologic deposit is withdrawn, because E. coli HB101 carrying plasmid pSSB103R was 
deposited with accession No. DSM 1 7359 on June 2, 2005. Recjection of claim 2 and 3 
is withdrawn, because Applicants arguments are found persuasive. 

2. 2.2. Scope of enablement 
Rejection withdrawal 

Rejection of claim 9 made in the previous action is withdrawn because the claim 
has been amended. 
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Rejection remaining 

Claims 1-3, 20-22, 25, 28, 30-31 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for the alcohol and aldehyde 
dehydrogense of SEQ ID NO: 5, 6, 7, and 8, does not reasonably provide enablement 
for any amino acid sequence comprising a sequence that has at least 80% identity to 
SEQ ID NO: 8. The specification does not enable any person skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and use the invention 
commensurate in scope with these claims. The reasons for this rejection have been 
explained in the previous action. 

In addition, claim 2 and 3 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the plasmid comprising genes 
encoding SEQ ID NO: 5 and SEQ ID NO: 8 (plasmids pSSAB201 and pSSBA201), 
does not reasonably provide enablement for an enzvme that comprises a combination 
of at least two amino acids sequences each of said sequences being selected from the 
group of SEQ ID NO: 8 and SEQ ID NO: 5 and amino acid sequences that are at least 
80% identical to SEQ ID NO:8 or SEQ ID NO: 5. The reasons for this rejection were 
explained in the previous action. The main conclusion has been: without a further 
guidance on the part of Applicants related to the structure of chimeric enzymes, one 
skilled in the art is forced to construct numerous combination of co disclosed sequences 
or Sequences that are at least 80% homologous to them, express the chimeric proteins, 
examine the enzymatic activity of the expressed constructs with a low probability of 
success. Thus the experimentation left to those in the art is undue. 
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Response to Applicants' traverse 

Applicants position is, "Table 7 clearly provides evidence that the Applicants 
enabled the full scope of the amended claims by unambiguously identifying a small 
. number of enzymes having highly homologous polypeptide sequences and sharing a 
common function - AADH activity. Accordingly, it is respectfully submitted that undue 
experimentation would not be required to carry out the currently claimed invention", 
REMARKS, page 16, the last line and the first paragraph of page 17. 

Applicants' argument has been fully considered but is found not persuasive for 
the following reasons. Table 7 quotes the homology of SEQ ID NO: 5-8 to each other. 
This, however, does not provide for structural identification of the enzyme having the 
AADH activity and being at least 80% homologous to any of SEQ ID NO: 5, 6, 7, 8. As 
Applicants rightfully emphasize, this is "a small number of enzymes" and not four 
genera or any combination of fourth genera as broadly claimed. For that reason the 
invention as claimed is not enabled and imposes undue experimentation on a skilled 
artisan. 

3. Conclusion 

No claim is in condition for allowance. 

As allowable subject matter has been indicated in the previous action, applicant's 
reply must either comply with all formal requirements or specifically traverse each 
requirement not complied with. See 37 CFR 1 .1 1 1 (b) and MPEP § 707.07(a). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malgorzata A. Walicka, Ph.D., whose telephone number 
is (571) 272-0944. The examiner can normally be reached Monday-Friday from 10:00 
a.m. to 4:30 p.m. If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy, Ph.D. can be reached on (571) 
272-1600. The fax phone number for this Group is (703) 305-3014. Any inquiry of a 
general nature or relating to the status of this application should be directed to the 
Group receptionists whose telephone number is (703) 872-9306. 

Malgorzata A. Walicka, Ph.D. 
Patent Examiner 
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